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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-4 and 9-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yoshida et al., WlPO Publication No. WO/03/014268 (hereinafter referred to as 
Yoshida), but for purposes of citations examiner uses column and line numbers from 
Yoshida et a!., US Patent No. 7,402,715 which is the national stage equivalent of the 
PCT application referred to above. 

Yoshida discloses a traction drive fluid composition comprising a mixture of 
hydrocarbon base oils including at least one selected from quaternary carbon atoms 
and ring structures having the following formula: 




wherein represents an alkyi group having 6 to 13 carbon atoms which may have at 
least one of alkyI branches and cyclopentane ring, i and j each represent an integer of 0 
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to 3, and i + j represents an integer of 1 to 4 (reads on formula (I) of claim 1 and formula 
(a) of claims 3, 9 and 15 and formula (b) of claims 4 and 16) (Col. 8/L. 30-53). 

Yoshida further discloses that the base oil described can be combined with 
another hydrocarbon base oil having two bridged rings represented by the formula: 



wherein R^^ and R^^ each independently represent an alkyi group having 1 to 3 carbon 
atoms, R^"* represents a methylene group, p and q represent an integer of 0 to 3 and 
represents 0 or 1 (reads on hydrocarbon compound which has an alicyclic structure as 
recited in claim 9 and formula (h) of claim 10 and the compounds recited in claims 11- 
12) (C0I.2-3/L. 60-6). 

Yoshida discloses that a mixture of the base oils described above has a viscosity 
at -40°C of 33,000 mPa s and a viscosity index of 80 (reads on a viscosity at -40°C of 
40 Pa s or lower and a viscosity index of 80 or higher as recited in claims 1 and 9 and a 
viscosity at -40°C of 35 Pa s or lower as recited in claim 2) (Col. 25/Table 2-2). 

The fully formulated composition of Yoshida may further comprise additives such 
as antioxidants, rust preventives, detergent-dispersants, pour point depressants, 
viscosity index improvers, extreme pressure agents, antiwear agents, oiliness agents, 
defoaming agents and corrosion inhibitors (additives as recited in claims 13-14) (Col. 
11/L. 59-64). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 5-8 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoshida in view of Matsuno et al., US Patent No. 6,320,088 (hereinafter referred to 
as Matsuno). 

Yoshida discloses all of the limitations discussed above including quaternary 
carbon atoms and ring structure hydrocarbon base oils. Yoshida does not, however, 
explicitly disclose these hydrocarbon base oils having cyclic substituents from the non- 
bridged cyclic structure as exemplified by formulas (c)-(f) of claims 5-8 and 17-20. 

Matsuno discloses traction drive fluid compositions comprising a hydrocarbon 
base oil of a polycyclic structure wherein two bridged groups are fused by the presence 
of a cyclopentane ring in between them represented by the formula: 
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this structure reads on formulas (c)-(f) of claims 5-8 and 17-20 when the groups of 
those formulas are cycloalkyi groups having 5 to 12 carbon atoms. It would have been 
obvious to one of ordinary skill in the art to use the hydrocarbon base oils disclosed in 
Matsuno in the composition of Yoshida in order to enhance the pour point properties of 
the composition (Col. 2/L. 50-61 of Matsuno). 

Conclusion 

6. There were X and Y references disclosed in the PCT search report that was part 
of the file wrapper to this application that were unused. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VISHAL VASISTH whose telephone number is 
(571 )270-3716. The examiner can normally be reached on M-R 8:30a-5:30p. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571)272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Glenn A Caldarola/ 
Acting SPE of Art Unit 1797 



